1N  THE  UNITED  STATES  DISTRICT  COURT 
FOR  THE  NORTHERN  DISTRICT  OF  illinoi 


f  ILED 


EASTERN  division 


jun  j 


midway  MFG.  CO.,  a  corporation-, 
Plaintiff, 
vs .  > 

ARTIC  INTERNATIONAL,  INC.,  a 
corporation, 

Defendant. 


ARTIC  INTERNATIONAL,  INC.,  a 
corporation, 

Counterclaim  Plaintiff, 


vs . 

MIDWAY  MFG .  CO.,  a  corporation,  and 
BALLY  MANUFACTURING  CORPORATION,  a 
corporation, 

Counterclaim  Defendants. 
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H.  STUART  CUNNINGHAM,  CLERK 
UNITED  STATES  DISTRICT  COURT 

DOCKETED 

80  c  5863  JUN  1 2  1981 

Judge  Decker 


ANSWER  TO  SECOND  AMENDED 
\ND  SUPPLEMENTAL  COMPLAINT 
?OR  COPYRIGHT  INFRINGEMENT, 
rRADEMARK  INFRINGEMENT, 
UNFAIR  COMPETITION,  MIS¬ 
APPROPRIATION,  VIOLATION 

OF  15  U.S.C.  §1125  (a)  , 

AND  VIOLATION  OF  ILL. 

REV.  STAT.  CH.  121  1/2 


FOR  DECLARATORY  JUDGMENT 
OF  COPYRIGHT  INVALIDITY  AND 
NON- INFRINGEMENT,  VIOLATION 
OF  THE  ANTITRUST  LAWS, 
UNFAIR  COMPETITION,  AND 
FALSE  DESIGNATION  OF  ORIGIN 


its  Answer  to 

ARTIC  INTERNATIONAL,  INC., 

Defendant  ARTIC  Copyright  Infringe 

aed  and  supplemental  complaint  for 
the  Amended  and  bupt>  .  Misappro- 

— “T”"  :r«i— - 

priation  violation  o  10th  day 

19q  1/2  §§311-317,  served  on  tn 
Ill.  Rev.  Stat.  Ch.  121  / 

Of  December  1980,  admits,  denies,  and  alleges  as  fol  ows 
‘  .ttirisdiction 

__h  1  Defendant  denies  the  averment. 

1.  Answering  Paragraph  1, 

2.  Answering  Paragraph  2.  Defendant  denies  the  aver- 
ment  for  lack  of  knowledge  or  information  sufficient  to  form 
a  belief  as  to  the  truth  thereof,  eaoept  that  it  admits  that 
the  Plaintiff,  Midway,  has  a  place  of  business  at  Franklin  Park 
in  the  State  of  Illinois. 

3.  Answering  Paragraph  3,.  Defendant  admits  the  averment. 

4  .  Answering  Paragraph  4 ,  Defendant- 


COPYRIGHT  INFRINGEMENT 

"Plaintiff's  Copyrighted  Galaxian  Video  Game" 

4.  a.  Answering  the  quoted  unnumbered  averment.  Defendant 

*•  ) 
denies  that  Plaintiff's,  or  any  game,  is  or  can  be  in  law 

covered  by  any  copyright. 

5.  Answering  Paragraph  5,  Defendant  denies  the  averments 
for  lack  of  knowledge  or  information  sufficient  to  form  a 
belier  as  to  the  truth  thereof.  However,  Defendant  specifically 
denies  that  Galaxian  or  any  video  game,  or  any  game,  is  copy¬ 
rightable  subject  matter  under  the  laws  of  the  United  States. 
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6  Defendant  denies  the 

6.  answering  Paragrap  .  in  a  game 

,  lv  denies  that  any  copyright  can  ex 

and  SPCC1  ,  the  united  States,  and  thus  denies 

per  se  under  the  laws  of  th 

that  such  could  be  assigned.  averment 

*7  nefendant  denies 
7.  Answering  Paragraph  7, 

8.  answering  Paragraph  8,  Defendant  denies  the  averts 
thereof  for  lach  of  Knowledge  or  information  sufficient  to 

a  belief  as  to  the  truth  thereof. 

9.  Answering  Paragraph  9,  Defendant  admits  that  no  written 

license  or  assignment  has  ever  been  given  to  it  by  Plaintiff 

but  denies  the  rest  of  the  averments. 

10.  Answering  Paragraph  10,  Defendant  denies  the  aver- 


ments . 


11.  Answering  Paragraph  11 ,  Defendant  denies  the  aver¬ 


ments  . 

"Plaintiff's  Copyrighted  PAC-MAN  Video  Game” 

11. a.  Answering  the  above-quoted  unnumbered  statement. 
Defendant  denies  that  the  game  is  copyrightable  or  copyrighted 
or  that  such  belongs  to  Plaintiff. 

12.  Answering  Paragraph  12,  Defendant  denies  the  aver¬ 
ments  for  lack  of  knowledge  or  information  to  form  a  belief  as 
to  the  truth  thereof.  However,  Defendant  specifically  denies 
that  the  mentioned  game  or  any  game  is  copyrightable  subject 
matter  under  the  laws  of  the  United  States. 
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h  13  Defendant  denies  the  aver 
13.  Answering  ■  =opyright  can  exist 

ments  and  specifically  denies  th  ^  state3 ,  and  thus 

in  a  game  £er  se  under  the  laws  o 

can  be  the  subject  of  any  assignment.  ^  aver. 

14.  Answering  Paragraph  14,  De  en 

mentS‘  •  anh  15  Defendant  denies  the  aver- 

15.  Answering  Paragraph  ,  .  t 

ments  thereof  fdt  lact  of  pledge  cf  infection  — 

to  form  a  belief  as  to  the  truth  thereof. 

16.  Answering  Paragraph  16,  hefendant  admits  that  n 

written  license  or  assignment  has  ever  been  given  to  it  by 
Piaintiff  but  denies  the  rest  of  the  averments. 

n .  Answering  paragraph  17 ,  Defendant  denies  the  aver- 

ments . 

18.  Answering  Paragraph  18,  Defendant  denies  the  aver¬ 


ments . 

19.  Answering  Paragraph  19,  Defendant  denies  the  aver¬ 
ments  .  * 

is  .  ] 

20.  Answering  Paragraph  20,  Defendant  denies  the  aver- 
ments . 

21.  Answering  Paragraph  21,  Defendant  denies  the  aver¬ 
ments  . 

22.  Answering  Paragraph  22,  Defendant  denies  the  aver¬ 
ments  . 

23.  Answering  Paragraph  23,  Defendant  denies  the  aver- 
ments. 
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24.  Answering 


paragraph  24,  Defendant 


denies 


the  aver¬ 


ments 


25.  Answering 


paragraph  25„  De 


fendant  denies  the  aver- 


ments 


26.  Answering 


Paragraph 


26 


,  Defendant  denies  the  aver- 


mentS*  ‘  h  27  Defendant  denies  the  aver- 

27.  Answering  Paragraph 


ments- 


28. 


V,  ?s  Defendant  denies  the  aver- 
Answering  Paragraph  28,  Detena 


ments . 


29. 


Answering  Paragraph  29 , 


Defendant  denies  the  aver 


ments . 


30. 


Answering  Paragraph  30, 


Defendant  denies  the  aver- 


ments . 

31.  Answering  Paragraph  31,  Defendant  denies  the  aver 


ments . 

Unfair  Competition,  Violation  of  the  Illinois 
Deceptive  Trade  Practice  Act.  False  Designation 

'  of  Oriain  and  Misappropriation _ _ 

- -  *  ‘  ) 

32.  Answering  Paragraph  32,  Defendant  admits  that  it 
has  sold  a  "memory  board"  and  that  the  first  page  of  Exhibit  E 
is  an  accurate,  if  badly  made,  copy  of  an  advertisement  placed 
by  Defendant  and  the  second  page  is  a  badly  made  copy  of  its 
instruction  sheet  enclosed  with  the  product,  but  otherwise 
denies  the  averments  of  this  paragraph 


33.  Answering 


Paragraph 


33 


,  Defendant  denies  the  aver- 


">entS'  „h  u  Defendant  denies  the  aver- 

34.  Answering  Paragraph  34, 


ments 


35 


.  Answering  Paragraph  35 


Defendant  denies  the  aver 


ments. 


36 


ments . 


,  36  Defendant  denies  the  aver- 

.  Answering  Paragraph  , 


77  Defendant  admits  that 

37.  Answering  Paragraph  3  , 

Exhibit  P  is  a  (poor  quality)  copy  of  one  of  its  advertisements 

but  otherwise  denies  the  averments. 

38.  Answering  Paragraph  38,  Defendant  denies  the  aver- 

ments . 

39.  Answering  Paragraph  39,  Defendant  denies  the  aver- 
ments . 

40.  Answering  Paragraph  40,  Defendant  denies  the  aver¬ 
ments. 


41.  Answering  Paragraph  41,  Defendant  denies  the  aver- 

*  ) 

ments. 

42.  Answering  Paragraph  42,  Defendant  denies  the  aver¬ 
ments. 

43.  Answering  Paragraph  43,  Defendant  denies  the  aver¬ 
ments  . 

44.  Answering  Paragraph  44,  Defendant  denies  the  aver- 
ments . 
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COUNT! 


h  45  Defendant  re-allegeS 
^-r-ina  Paragraph  4b/ 

45'  MSW  h43  inclusive#  of  this  Answer, 

paragraphs  1  throug  -  Defendant  denies  the  aver 

Answering  Paragraph  46, 


ments . 


COUNT  H 

41.  Answering  Paragraph  41,  pendant  re-alleges 

pa„graPhs  1  threugh  43,  inclusive,  o,  -s  —  __ 

v.  a q  Defendant  denies  t-u 

48.  Answering  Paragraph  48,  De 


ments. 

COUNT  HI 

unfair  Competition 

49.  answering  Paragraph  49,  Defendant  re-alleges 
Paragraphs  1  through  43,  inclusive,  of  this  Answer. 

50.  Answering  Paragraph  50,  Defendant  denies  the  aver¬ 


ments . 


COUNT  IV 

*  violation  of  15  U.S.C.  §1125 (a) 

*  ) 

51.  Answering  Paragraph  51,  Defendant  re-alleges 

Paragraphs  1  through  43,  inclusive,  of  this  Answer. 

52.  Answering  Paragraph  52,  Defendant  denies  the  aver¬ 


ments  . 


COUNT  V 

Violation  of  the  Illinois  Deceptive 
Trade  Practices  Act,  Ill.  Rev.  Stat. 

Ch.  121  1/2  §§311  et  seq. 

53.  Answering  Paragraph  59  (sic).  Defendant  re-alleges 
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of  this  Answer. 

i  through  43,  inclnsi  4-h0  ever- 

paragraphs  1  throug  Defendant  denies  the 

54.  Answering  Paragraph  54, 

* 

ments . 

COUNT  VI 

Ml  s  appropriation 

h  55  Defendant  re-alleges 

55.  Answer;i-n<3  Para<3rap 

.  ah  43  inclusive,  of  this  Answer. 

Paragraphs  1  throug  '  ,  ies  the  aver- 

^  56  Defendant  denies 

56.  Answering  Paragrap  ' 

ments . 

pTpgna  AFFIRMATIVE  DEFENSE. 

COPYRIGHT  INVALIDITY  AND  NON-INFRINGEMENT 
57.  Copyright  Registration  No.  PA-59-977  is  mval 

,n,  102  et  seg.  of  Title.  17,  United  States 

under  Sections  101,  102,  Sfc;u- 

Code,  and  has  not  been  infringed. 

SECOND  AFFIRMATIVE  DEFENSE 

58.  Copyright  Registration  No.  PA-68-323  is  invalid 
under  Sections  101,  102,  et  seq.  of  Title  17,  United  States 

Code,  and  has  not  been  infringed. 

THIRD  AFFIRMATIVE  DEFENSE 

59.  Copyright  Registration  No.  PA-83-768  is  invalid 
under  Sections  101,  102,  et  seq.  of  Title  17,  United  States 
Code,  and  has  not  been  infringed. 

FOURTH  AFFIRMATIVE  DEFENSE 
Lack  of  Legal  Title 

60.  The  Plaintiff  lacks  legal  title  to  the  alleged 
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Registration 

,  copyri9ht 

f.ire)  work  of  curj 
•  ■„11-i  (motion  picture; 

audiovisual 

"■ ... .»«.* 

61.  The  ^iff ^  ^  Registration 

audiovisual  (motion  picture) 

No.  PA-68-323. 

stxTH  amEMATIVEDEFEHSl 

— - T^Tto  the  alleged 

62.  lb.  Ualatiff  W<*.  ^  Regi3tration 

audiovisual  (motion  picture)  work  o£  oopyn 

NO.  PA-83-768 . 

SEVENTH  AFF^MaTTVE  DEFENSE 

UNCLEAN  HANnfi -FRAUD  ON  THE  COPYRIGHT  OFFICE  appiiCation 

63.  The  Plaintiff  has,  in  making  and  prosecuting  each/ 

£or  the  copyright  registrations  here  involved,  made  material 
misrepresentation  to  and  withheld  pertinent  information  from  the 
the  United  States  Copyright  Office  regarding  authorship  and 
the  date  and  circumstances  of  the  making  of  its  deposited 


material. 

_  ) 

64.  That  but  for  such  material  misrepresentation  and 
withholding  of  pertinent  information,  the  Copyright  Office 
would  not  have  issued  the  registrations  involved. 

65.  That  such  behavior  constitutes  fraud  on  the  Copy¬ 
right  Office  and  renders  the  copyrights  here  involved  unen¬ 
forceable  because  of  Plaintiff’s  unclean  hands  in  obtaining 
such  registrations. 
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unclean  H^^^^SisBLsasassa 

SSSSEJW® £SiSi^r^r«>nspiracy  »: 


conspiracy  .ith 

.  .  t.i£f  in  combination 

66.  That  Plaanta  ,  is  attempting  to 

Bally  Manufacturing  Corporate  ^  un.patented  replace- 

moncpclirs  the  trade  in  un-copyng  £ree  and  dear 

>  .  _ni1  f Artured  machines  r 

Mnt  partS  £°r  Plaintiff  °r  Bally,  by  independent 

of  any  legitimate  rights  of  Plamtr 

third  par  ^  the  Defendant  and  others  with 

copyright  litigation  if  they  supply  su=h  parts  «a„  example 
Of  such  threats  is  reproduced  as  Exhibit  1  hereto)  ,  know  g 
that  the  copyright  does  not  extend  to  such  replacement  parts , 
'(b)  By  bringing  Civil  Action  against  Defendant, 
and  another,  for  selling  such  parts  (Exhibit  2  is  a  copy  of 

the  original  complaint  in  this  case) ; 

i^\  nnhl  icizina  this  Civil  Action  after  its 


filing  to  the  trade  in  Reply  Magazine; 

(d)  By  attempting  to  "settle1  such  litigation 

by  agreements  that  far  exceed  the  scope  of  the  claims  set 
forth.  (Exhibit  3  hereto  is  a  copy  of  one  such  "settlement" 
offer  to  Defendant.) 

67.  Because  of  such  violation  of  the  Antitrust  Law, 
the  Plaintiff  has  unclean  hands,  and  this  Court  should 
therefore  withhold  any  relief  from  Plaintiff  or  its  claims 
and  dismiss  them. 
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- Lta . 

_ _ -  .  _  rr-i-t-h  NamcO/ 

.  .  -£f  in  combination 

of  Uapan.  the  large  Japene  entered  intc  a  marhet- 

coin-operated  video  game  business,  ^  ^  ^  „  export 
splitting  agreement  whereby  «*  '  ^  ^  plaintiff 

into  the  united  States  eertai  ^  gMnes  in.  ■ 

agreed  not  to  export  into  Japan  cer  ax 

violation  of  the  antitrust  law  of  the  United 
memorandums  expressing  part  of  this  agreement  a 
as  Group  Exhibit  4  hereto. 

69.  That  this  agreement  uses  the  alleged  copyrights  here 

involved  as  a  vehicle  for  such  market-splitting. 

70.  Because  of  such  violation,  the  Plaintiff  has  unclean 

hands,  and  this  Court  should  withhold  any  relief  from  it. 

TENTH  AFFIRMATIVE  DEFENSE 
GENERICNESS  OF  GALAXIAN 

71.  That  Galaxian  is  the  generic  name  of  a  type  of  5 
game  and  therefore  not  a  trademark  belonging  to  Plaintiff  or 
anyone . 

ELEVENTH  AFFIRMATIVE  DEFENSE 
OWNERSHIP  BY  ANOTHER-DUAL  USE 

72.  That  any  Common  Law  trademark  rights  in  or  asso¬ 
ciated  with  the  mark  GALAXIAN  belong  to  the  first  user  in 
the  United  States,  which  is  acknowledged  by  Plaintiff  to  be 
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Namco, 


Ltd. 


,  this  use  by  another  prior  to  Plaintiff. 
73.  Because  of  this  1  ^ 

and  Plaintiff's  co-use  of  the  alleged  -art, 

has  become  free  of  any  claim  of  ownership  and  can 


freely  by  anyone. 


pre-emption 


74.  Common  law  Count  VI  is  pre-empted  by  Federa 


Copyright  and  Patent  Law. 

THIRTEENTH  AFFIRMATIVE  DEFENSE 

BEYOND  MONOPOLY 

75.  That  as  to  all  Midway-made  and  sold  machines  capable 
of  displaying  the  images  of  the  alleged  copyrighted  motion 
picture  or  audiovisual  works,  having  sold  these  machines  and 
collected  its  compensation  for  the  alleged  copyrights  from  that 
sale,  those  works  are  beyond  the  copyright  monopoly  and  Midway 
is  not  entitled  to  extract  a  second  payment  therefor  or  to 
control  the  use  thereof  by  the  owners  of  the  machines., 

76.  As  a  consequence  of  the  averments  of  Paragraph  75 
neither  is  Midway  able  to  extract  a  further  payment  from  or  to 
restrain  in  any  way  those  such  as  Defendant  who  supply  reduce— 
ment  parts  to  the  owners  of  such  machines. 


FOURTEENTH  AFFIRMATIVE  DEFENSE 


LICENSE 


77.  That  as  to  all  Midway  machines  made  by  and  under 


authority  of  the  alleged  copyright 
with  them,  inherently,  a  license  to 
motion  picture  or  audiovisual  work. 


owners,  these  machines  carry 
perform  the  alleged  copyrighted 
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machines 


j hy  and  under 

j_q  all  Namco  machines 

78.  That  as  to  all  these  »achl„eS 

..  o£  the  alleged  copyright  owner  , 
authority  of  9  t0  perform  the  alleged 

carry  with  them,  inherently,  a 

copyrighted  motion  pieture  or  audiovisual  wort. 

79.  That  as  to  all  such  machines  referred  to  in  Para 

graphs  77  or  78  above,  the  machine  owner  may  modify  or  edit 
performance  as  he  pleases,  and  such  modification  and  editing  is 

l> 

also  licensed. 

80.  That  Defendant  can  sell  equipment  and  components 

such  owners  identified  in  Paragraphs  77  or  78  free  of  any 

claim  of  copyright  infringement. 

FIFTEENTH  AFFIRMATIVE  DEFENSE 


FAIR  USE 

81.  That  the  modification  by  the  owner  of  a  machine  is 

•a** 

a  permitted  fair  use  of  any  audiovisual  or  motion  picture 
allegedly  copyrighted  work  related  to  the  machine. 


SIXTEENTH  AFFIRMATIVE  DEFENSE 
NOT  DIRECT  INFRINGEMENT 

82.  That  the  Defendant's  acts  alleged  in  this  Complaint 

*  ) 

do  not  constitute  direct  infringement,  as  defined  in  the 

Copyright  Act,  17  U.S.C.  §101  et  seq. 

83.  That  there  is  no  indirect  or  contributory  infringe- 
ment  of  a  copyright. 

84.  Therefore,  Defendant  can  not  be  an  infringer  of  the 
alleged  copyrights. 
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DEFENSE 


- ^§™J^T7the  copyright  monopoly 

85.  That  the  Plainti£f  h3S  ht  laws  and  thereby 

bey0„d  the  limits  permitted  ^the^opyr^  ^  ^ 

violated  the  public  P°H=y  therefore  be  barred  from 

«  n  c  488,  and  should  thereroi 
v.  Suppiger,  314  U.b.  ‘mu- 

enforcing  it  in  this  proceeding. 

eighteenth  affirmative  DEFENSE 


Tiiau  * -**'-•■ -*-■**  - 

of  Japan,  misused  the  copyrights  and  other  rights 


the  Plaintiff  herein  by  entering  into  license  agreements  between 
NAMCO,  Ltd.  and  Plaintiff,  wherein  Plaintiff  positively  stated 
and  agreed  to  not  market  its  computer  game  machines  in  Japan, 
Taiwan,  and  other  parts  of  the  Far  East,  and  NAMCO,  Ltd.  posi¬ 
tively  stated  and  agreed  to  not  market  its  computer  game  machines 
in  the  United  States. 

87.  That  these  positive  agreements  violate  the  public 
policy  of  the  United  States**  j 


88.  That  the  rights  asserted  here  were  misused  in  entering 
into  such  license  agreements  and  therefore  should  not  be  enforced 
by  this  court. 
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counterclaims. 

,  .  „.ff  Artic  international,  Inc., 

Counterclaim  Plarntxff.  oounter- 

■  fter  called  Counterclaim  Plaintiff,  for  their 
hereinafter  c  corporation, 

claims  against  Defendant,  Midway  Mfg.  Co.,  ^ 

nereinafter  Midway,  and  Bally  Manufacturing  Corp  ^ 

Delaware  corporation,  hereinafter  called  Bally,  a 

follows:  ^  . _ 

89  .  counterclaim  Plaintiff  is  a  New  Jersey  Corpora  i 

having  its  principle  place  of  business  in  New  Jersey.  _ 

90.  Counterclaim  Defendant,  Midway  Mfg.  Co.,  is  on 
information  and  belief  an  Illinois  corporation  having  a  prin¬ 
ciple  place  of  business  in  Franklin  Park,  Illinois  within 
the  Northern  District  of  Illinois. 


91 .  Counterclaim  Defendant, 


is  a  Delaware  corporation  having  a  principle  place  of  business 
at  2640  West  Belmont  Avenue,  Chicago,  Illinois,  within  the 
Northern  District  of  Illinois. 

92.  Midway  is,  on  information  and  belief,  the  wholly 

*4 

owned  subsidiary  of  Bally. 

a  ) 

53.  Midway  manufactures  a  broad  line  of  coin-operated 

amusement  arcade  games,  primarily  electronic  video  games, 
which  it  sells  under  the  "Midway”  name. 

94.  Bally,  or  its  subsidiaries,  including  Midway,  makes 
many  of  the  components  used  in  its  coin-operated  amusement 
arcade  games  and  sells  replacement  parts  for  all  of  such 
games  it  manufactures. 
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manuf  act.- 


„  -  —  - — th„; 
urers  of  coin-operated  — « .  poU=V  of 

96.  Bally  and  Midway  ha  market  position"  in 

-establishing  and  maintaining  ^ 


video  games.  video 

97  on  information  and  belief,  Midway  sells 

game  machines,  directly  or  indirectly  tbrou.b  Bally  to  cus- 

^  v,  l^pat-ions  for  ut 


tomers  who  own  and  operate  such  products 


by  the  public . 

98.  There  are  a  substantial  number  of  such  video  games 

made  by  Midway,  owned  by  independent  third  parties. 

99.  The  owners  of  such  third  party-owned  machines  often 
desire  to  buy  and  use  replacement  parts  in  those  machines, 
and  they  do  buy  and  use  such  parts  in  interstate  commerce. 

100.  The  replacement  part  business  for  "Midway"  machines 
is  a  significant  market  in  interstate  commerce. 

FIRST  COUNTERCLAIM 

DECLARATORY  JUDGMENT  OF  COPYRIGHT  AND  TRADEMARK 

INVALIDATION  AND  NON- INFRINGEMENT  AND  GAME  "RIGHTS" 

10  X  Counterclaim  Plaintiff  realleges  Paragraphs  85  and  86 

1Q2.  This  counterclaim  arises  under  an  Act  of  Congress 
relating  to  copyrights.  The  Court  has  jurisdiction  under 
23  United  States  Code  Sections  1332,  1338(a),  2201  and  2202. 

10  3.  A  case  of  actual  controversy  exists  between  Counter¬ 
claim  Plaintiffs  and  Counterclaim  Defendant,  Midway.  Midway 
has  asserted  ownership  of  Copyright  Registration  Nos. 


-16- 


768  ownership  of  alleged 

pa-6 8-323 ;  -A-59-9V7;  and  'ownership  of  unspecified 

oonnon  law  trademark  "Galaaaan  Puck-Man>  _ 

.  „„  in  the  games  known  as  Galaxian,  Pac  Ma  a  a 

"rights  nth  f  „  d  that  Defendant 

„  „  SDace  Zap  and  Space  Encounters,  and 

Rally-X,  Spa  P  "•  orations ,  and  alleged  common 

is  infringing  such  rights,  regr 

law  trademark.  _  under 

104 .  The  alleged  copyrights  of  Midway  are  mva 

the  copyright  Act,  Title  17,  Sections  §101  et  seq.  United 

States  code,  and  the  alleged  infringed  trademarks  are  not 

valid  trademarks,  and  Midway  has  no  valid  "rights”  in  the  games. 

105.  Counterclaim  Plaintiffs  have  not  infringed  Copyrights 

PA  83-768,  PA-68-823,  and  PA-59-977  nor  infringed  upon  any 

valid  common  law  trademark  or  other  alleged  "rights  - 

SECOND  COUNTERCLAIM  • 

FOR  FALSE  DESIGNATION  OF  ORIGIN 


106-  Counterclaim  Plaintiff 


_  -i  ^  _ _ _ 


and  8  6 . 

10  7.  This  is  a  civil  action  in  which  the  amount  in 
controversy  exceeds  the  sum  or  value  of  $10,000.00 ,  exclusive 
of  interest  and  costs,  and  j^s  between  citizens  of  different  } 
states.  The  court  has  jurisdiction  under  Section  1332  of 
Title  28,  United  States  Code. 

10  3.  on  information  and  belief,  Counterclaim  Defendant 
Midway  has  sold  and  caused  to  be  used  in  commerce  games  that 
include  a  false  designation  of  origin,  namely,  that  include 
the  word  "NAMCO"  in  their  Attract  mode  display  and  have 
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■  interstate  commerce,  in 

d  such  products  to  enter  m  „  s  c . 

caused  such  P  Lanham  Act,  15  U-S.C 

violation  o£  Section  43(a)  of 

§1125a. 

109.  counterclaim  Plaintiff  realleges  Par  g  P 
inclusive,  an,  Paia,„ph  33  as  if  hete  full,  set  out 
claim  Plaintiffs  reallege  Paragraph  66  as  if  here  fully  se 


out. 

110.  hs  a  result  of  the  above  acts,  the  Defendant ’has 
been  harmed  in  its  sales  of  replaoement  parts  and  otherwise. 

111.  Open  information  and  belief,  counterclaim  Defendants, 
with  intent  to  injure  Counterclaim  plaintiffs,  have  threatened, 
maliciously  and  in  bad  faith,  and  are  threatening,  maliciously 
and  in  bad  faith,  customers  and  potential  customers  of 
Counterclaim  Plaintiffs  with  infringement  of  their  Copyrights 
PA-68-323,  PA-59-977,  and  PA-83-768,  and  their  alleged  trade- 
marks . 

112.  Upon  information  and  belief,  Counterclaim  Defendants, 

f 

with  intent  to  injure  Counterclaim  Plaintiffs,  have  maliciously, 
in  bad  faith  and  without  request,  published,  and  caused  to  be 
published,  to  uninterested  persons,  the  knowingly  false, 
misleading  and  unprivileged  statement  that  Counterclaim 
Plaintiffs  are  infringing  of  their  copyrights  and  trademarks, 
and,  with  said  intent,  have  maliciously  and  in  bad  faith 
published,  and  caused  to  be  published,  the  knowingly  false. 
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+  ttiat  counterclaim 

ivileged  statement  tha 

„rtv  of  Counterclaim 
iated  property  or 


misleading  and  unPr 
Plaintiffs  have  misappropr 

De£etts'In  — « -  *»  —hs  t:: 

■  -  "d;;  Z>~ 

atbempfiug,  «  — -e  *.  **~  an,  coerce 
„ent  parts  for  Midway  video  game  machrnes,  among 
States,  in  violation  of  Section  2  of  the  Sherman  Act, 

114.  As  a  proximate  cause  of  the  acts  alleged,  Counter¬ 
claim  Plaintiffs  have  lest,  and  will  lose,  sales  and  have  been 

and  will  be,  damaged  to  an  extent  not  yet  known. 

115.  As  a  proximate  cause  of  the  threats  and  statements 

alleged  in  Paragraphs  107  and  108,  Counterclaim  Plaintiffs  have 
been  damaged,  because  said  threats  and  statements  impute  to 
them  dishonest,  unlawful  and  reprehensible  business  conduct. 

FOURTH  COUNTERCLAIM  FOR  UNFAIR  COMPETITION 

116.  Counterclaim  Plaintiffs  reallege  Paragraphs  85  to 
96,  inclusive/  and  Paragraphs  107-111,  inclusive. 

h  ) 

117.  The  acts  alleged  in  Paragraphs  107-111,  inclusive, 
constitute  unfair  competition. 

Hg  #  A-S  a  proximate  cause  of  the  acts  alleged  in  Paragraphs 
107-111,  inclusive.  Counterclaim  Plaintiffs  have  lost,  and  will 
lose,  sales,  and  have  been,  and  will  be,  damaged 


to  an  extent 


not  yet  known. 
119-  As  a 


proximate  cause  of  the  threats  and  statements 
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,  d  108,  Counterclaim  Plaintiff® 
alleged  in  Paragraph  »  »  ^  threats  and  statements  impute 

have  been  damaged,  because  .  nsible  business  conduct, 

to  them  dishonest,  unlawful  and  repr 

cnmNTERClAM^gmJSSB^ - 

ANTITEUST_IAWS_By__MABKET_SPbITTlNG 

120.  counterclaim  Plaintiff  realleges  Paragraphs  ,  - 

cn  9  2  and  86.  .  ,  ^ 

'  121.  That  such  conduct  violates  the  Antitrust  Law  of 

United  States, 

122.  That  Defendant  was  damaged  by  antitrust  violation  in 
the  market  for  its  replacement  parts  which  was  diminished  by 
the  lessening  of  sales  of  game  machines  that  resulted  from  that 
agreement,  and  otherwise. 


WHEREFORE,  the  Defendant  and  Counterclaim  Plaintiff  prays 
for  the  following: 

1.  That  the  Complaint  be  dismissed; 

2.  That  United  States  Copyright  Registration  Nos. 

PA-68-323,  PA-59-977, '  and  PA-83-768  be  declared  invalid  and 
not  infringed?  &  ) 

3.  For  damages  for  violation  of  the  antitrust  laws  of 
the  United  States,  for  unfair  competition,  and  for  false 
designation  of  origin,  and  a  trebling  of  said  damages; 

4.  For  $1,500,000  in  punitive  damages  for  business 
disparagement; 

5.  For  reasonable  attorney’s  fees; 
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6. 


For 


.  suit  incurred  herein; 

c  Hef  as  to  the  Court 

7  For  such  other  and  further  rel 

seem  just  and  the  circumstances  warrant. 

* 

UBEENDANTS  AND  COUNTERCLAIM  PLAINTIEES  DEMAND  A  dURV 
raIRL  ON  ALL  ISSUES  RAISED  IN  THE  COMPLAINT  AND  ANSWER  AND  ON 

all  issues  raised  in  the  first,  second,  third,  fourth,  and 

k 

FIFTH  COUNTERCLAIMS. 


DATED : 


June  11,  1981. 


ARTIC  INTERNATIONAL,  INC. 


SS7 


B _ 

Richard  G.  Kinney 
Kinney  &  Niblack 
Attorneys  for  Defendant 


7 


55  E.  Jackson  Blvd. 

Suite  1645 

Chicago,  Illinois  60604 
(312)  RAndolph  6-39^66 
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DECEIVED 


UCT311S80 

...r  c'T'RtCT  COURT 

tn  THE  united  STATES  DI  ILL£NQlS|rt  Cunningham,  Cier!: 

FOR  **  S0B™s^R»  DIVISION  «*■*  SU«  »«  Cot 

% 

midway  W.  ■  ="BO'ation'  j  v„tght 

plaintiff ,  )  COMPLAINT  rOR  TRADEMARK 

JSSSKS?:  and 

VS*  ,  ,  J  UNFAIR  COMPETITOR 

ARTIC  INTERNATIONAL,  IN-.,  )  nOCKSTED..^'-"-" . 

corporation,  ) 

Defendant.  }  tq  . . - . 

«  .  ,  *-hg  abovs •  ri sinew. 
- plainti.fi  MIDWAY  MIG •  CO.  CO.UO. 

defendant  as  follows: 

COUNT  I 

(Copyright  Infr ingsment) 


1.  This  claim  arises  under  the  copyright  laws  of  the 
United  States,  17  U.S.C.  §  101  et  sea.  Jurisdiction  is 

conferred  upon  the  Court  by  28  U.S.C.  §§  1332  and  1338. 

/ 

2.  At  all  times  herein  mentioned,  plaintiff  Midway 
Mfg.  Co.  ("Midway")  has  been,  and  now  is,  a  corporation  duly 
organized  and  existing  under  the  laws  of  the  State  of  Illinois 
with  its  principal  place  of  business  in  the  State  of  Illinois. 

3.  At  all  times  herein  mentioned,  defendant  Artie 
International,  Inc.  has  been,  and  now  is,  a  New  Jersey 


■  ,  0Lace  o£  ba.iM«  at  550  Hoots  22, 

corporation  with  a  principal  plan 

Bridgewater,  W  Jaraey.  _  Cosiness,  including 

.  4.  Defendant  has  been 

,  u  fhis  District, 

the  acts  complained  of  herein,  in  this 

.j-.i4.fld  ("Namco  )  a 

5.  in  or  about  1979  Namco  Linute 

Japanese  corporation,  devised  and  created  an  electroni  ^ 

game  entitled  GALAXIAN .  GALAXIAN  contains  a  large  «.oun 

audiovisual  material  wholly  original  with  Namco  and  ' 

copyrightable  sobject  matter  under  the  laws  of  the  Onited 

States. 

6>  As  of  November  13,  1979,  Namco  assigned  to  Midway 
all  of  Namco' s  right,  title  and  interest  in  and  to  copyrights 
in  GALAXIAN  in  the  United  States. 


7.  Midway  has  complied  in  all  respects  with  all  laws 

governing  copyrights,  and  secured  the  exclusive  rights  in  and 

to  the  copyrights  in  GALAXIAN,  and  has  received  from  the 

Register  of  Copyrights  certificates  of  registration  dated  and 

identified  as  follows:  March  6,  1980  ,  No.  PA  59-977,  and  June 

&*>  } 

4,  1980  ,  No.  PA  68-323  .  True  and  correct  copies  of 

registration  certificates  no.  PA  59-977  and  PA  68-323  are 

appended  hereto  as  Exhibit  "A"  and  are  incorporated  herein  as 

though  set  forth  in  full. 
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8. 


.  d  with  the  Copyright  Office 

Midway  duly  recor.  pferred  to  in  paragraph 

document  memorializing  the  assig  A  true  and 

6  of  this  Complaint  on  or  about  Marc  ,  ’  assignment 

a£  the  recordation  certificate  for 

correct  copy  of  t  ^.nroorated  herein  as 

,:hit  «b"  and  is  incorporateu 

is  appended  hereto  as  Exhibi 

though  set  forth  in  full.  - 

9  '  Neither  Namco  nor  Midway  has  ever  granted 

defendant  or  any  other  person  or  entity  a  li«.n«  or  assignment 

of  any  rights  in  GALAXIAN  subsisting  under  the  copyright  laws 


of  the  United  States, 


in .  At  all  times  h 


a >*  q  i  n  mpn 


MiHwav  has  been  and 


still  is  the  proprietor  of  all  right,  title  and  inter^Su  in 

to  the  United  States  copyrights  in  GALAXIAN. 

11.  Defendant  has  since  prior  to  this  Complaint  and  at 
least  in  October,  1980  ,  offered  for  sale-  and  sold  apparatus 
especially  made  or  adapted  for  use  with  other  apparatus  to 
publicly  perform  GALAXIAN  and  has  knowingly  caused  GALAXIAN  to 

be  adapted  and  publicly  performed  in  the  United  States  by 

.  .*>>  \ 

creating,  importing  and  distributing  an  electronic  video  game 

component,  which  component  coacts  or  is  intended  to  coact  with 
other  apparatus,  to  produce  audio-visual  material  that  is 
copied  largely  from  GALAXIAN . 
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« 


.  .  _ defendant  has 
ied  defendant  that 

12.  Midway  has  noti  defendant  has 

■ahts  m  GALAXIAN  and  defen 
infringed  Midway’s  copyr  g 

coacinaT  :£::r:  r*4jr«'r.L.-« 

- — — r.rr  •  r:,::... 

sustained,  and  will  continue  to  sustai 

loss,  and  damage  to  its  ownership  rights  in  GALAXIAN. 

14  Defendant's  acts  as  hereinabove  alleged  infringe 

and  threaten  further  to  inf r logs  the  copyrights  in  GALAXIAN. 

ininrv  to  Midway  are  iminent  as 


Further  irreparable  harm  and 


result  of  defendant’s  conduct,  and  Midway  is  without  an 
adequate  remedy  at  law. 

iV.  Midway  is  entitled  to  recover  from  defendant  the 

damages  sustained  by  Midway  as  a  result  of  defendant  o  wrongfu 

acts  as  hereinabove  alleged.  Midway  is  presently  unable  to 

ascertain  the  full  extent  of  the  monetary  damages  it  has 

suffered  .by  reason  of  .defendant ‘  s  aforesaid  acts  of  copyright 

infringement/  but  Midway  is  informed  and  believes,  and  on  the 

4  5 

basis  of  such  information  and  belief  alleges,  that  Midway  has 

sustained  such  damages  in  an  amount  exceeding  $50,000. 

16.  Midway  is  further  entitled  to  recover  from 

defendant  the  gains,  profits  and  advantages  defendant  has 

obtained  as  a  result  of  its  wrongful  acts  as  hereinabove 
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■  -rcntly  unublu  to  oscottain  the  foil 

alle900.  Midway  as  advantaghs  dafeadant  has 

of  the  gains,  ptofats  «  ^  ^  „pyright 

obtained  by  reason  of  its  afotesa  iave3,  and  on  the 

infringement,  but  Midway  is  informed  and  belie 
basis  of  snob  information  and  belief  alleges,  that  - 
has  obtained  .suoh  gains,  profits  and  advantages  in  an 

exceeding  $50 ,000  . 


COUNT  II 


(Trademark  infringement^ 


17.  Since  November,  1979  ,  a  date  well  prio^  to  aa2 
acts  of  defendant  complained  of  herein,  Midway  has  engaged  in 
extensive  sale  and  distribution  of  a  video  game  under  the  mar* 
GALAXIAN  in  and  throughout  the  United  States,  including  the 
State  of  Illinois. To  date,  Midway  has  sold  well  over  30  ,000 
GALAXIAN  video  games,  and  its  gross  revenues  for  the  sale  of 
such  games  has  exceeded  50  million  dollars.  Midway’s  GALAXIAN 
video  game  has  been  widely  advertised  and  promoted  through 
trade  publications  and  by  exhibition  at  numerous  trade  shows. 

18.  As  the  result  of  the  widespread  sales.,  advertising 
and  promotion  of  the  GALAXIAN  game,  well  prior  to  the  acts  of 
defendant  complained  of  herein,  the  trademark  GALAXIAN  acquired 
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identified  by  members 
identifying  a  viceo 


"secondary  meaning*1,  v.e.,  it  haS 
of  the  public  and  those  In  the^t.-ada  as 
gome  which  emanates  from  a  single  source. 

19.  as  a  further  result  of  the  widespread  sales, 

advertising  and  promotion  of  the  GALAXIAN  game,  and  well  prior 
to  the  acts  of  defendant  complained  of  herein,  Midway  acquired 
substantial  goodwill  as  the  source  of  the  GALAXIAN  video  game. 

20.  By  reason  of  the  widespread  use  of  the  GALAXIAN 
trademark  Midway  is  the  exclusive  owner  of  the  mark  GALAXIAN  as 
applied  to  merchandise  of  the  same  general  character  .as 
Midway's  game  and  game  components  to  which  the  mark  has  been 
applied*  The  exclusive  ownership  by  Midway  of  the  GALAXIAN 
mark  has  been  generally  recognized  in  the  trade. 


Infringement  Of  The 
GALAXIAN  Trademark 

21.  On  information  and  belief,  some  time  after  Midway 

had  acquired  its  goodwill  in  its  GALAXIAN  trademark,  and 

*  ) 

without  the  knowledge  or  consent  of  Midway  and  in  reckless 
disregard  of  Midway’s  rights,  defendant  adopted  and  commenced 
to  use  the  trademark  GALAXIAN  in  connection  with  the  sale  of 
video  game  components. 


6 


iefenaa»t  kM"l8i,e 

»•  °n  — tion  an;t;;;AX;AS  «—«>«.  - 
of  «idwsy*s  ««•■■*"  use  of  ^  ^  (0  lawfully  behefrb 

-»“*  tb.  «■»“*  ~  Hld„ay '  s  =«*«»  t0 

from  the  goodwill  associ  unjustly  enrich 

hUc  to  damage  Midway  and  to  u  j 
deceive  the  publ  ,  ^  tM  public. 

defendant  at  the  enpens  defendant  of 

»•  -  — zl»  -  - 

Piaihtiff.s  ««.»  »-  -  -  Jfandant  o£  defendant*  s  video 

advert  ^  raistaice  and  to 

game  components  is  lixeiy  , 

deceive  the*,  purchasing  public  into  believing  that  de.en  an 

video  gene  components  ace  somehow  made  by,  licensed  by, 
associated  .with,  sponsoc.d  by,  backed  by  or  connected  with 


Midway,  all  to  Midway's  damage. 

24.  Plaintiff  has  been  damaged  by  defendant's  acts 

herein  complained  of,  and  the  defendant  has  profited  thereby, 
to  an  extent  at  present  unknown  to  the  plaintiff.  Unless  the 
defendant’s  conduct  complained  of  herein  is  temporarily 
restrained,  and  preliminarily  and  permanently  enjoined,  the 
plaintiff  and  its  goodwill  and  reputation  will  suffer 
irreparable  injury  which  cannot  be  adequately  calculated  or 
compensated  in  damages. 
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..  aots  constitute 

M.  »e  defenaent's  •»»“*  crade«tt 

trade«act  infringement  in  violation 

rights  at  Common  Lao.  constitute  unfair 

16.  The  defendant1  s  aforesai  ?laintiffs 

competition  »ith  the  plaintiff  in  violation 
rights  at  Common  Law. 

ON  COUNT  I 


1.  That  defendants ,  their  agents  and  servants  be 
enjoined  preliminarily  during  the  pendency  of  this  action  and 
permanently  thereafter  from  infringing  Midway's  copyrights  in  . 
GALA XI AN  ip  any  manner ,  and  from  selling#  marketing/ 
distributing  or  otherwise  disposing  of  any  units  of  the 
electronic  video  game  components  offered ‘for  sale  under  the 
name  GALAXIAN. 

2.  That  defendant  be  required  to  deliver  to  the  Court 
to  be  impounded  during  the  pendency  of  this  action  all  such 

is  } 

electronic  video  game  components  and  other  material,  which  are 
in  its  possession  or  control,  as  are  herein  alleged  to  infringe 
Midway's  copyrights  in  GALAXIAN. 

3.  That  defendant  be  required  to  account  for  and  pay 
over  to  Midway  all  the  profits  which  defendant  has  derived  from 
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■  „ts  in  GALAXIAN  and  to  P « 

the  inf c ingenent  of.  Midway  *  >hall  aFpcac  )»>t  and 

such  damages  to  Midway  as  copyright  laws,  but  not 

proper  within  the  provisions  oft 

less  than  S250.00  for  each  sepat  incurred 

*•  -  “  ’’"nr  ..  prowidea  by 

herein,  including  reasonable  attorneys 

the  copyright  laws.  ^  £urttier  relief  as 

5  #  That  Midway  have  such 

the  Court  deems  just  and  proper. 


ON  COUNT  II 

ll  That  the  plaintiff  has  the  exclusive  right  to  use 
the  word  GALAXIAN  (including  any  simulation  thereof)  as  a 
trademark  in  connection  with  the  manufacture  and  sale  of  video 
games  or  components  thereof  and  other  merchandise  of  the  same 
general  character, 

2.  That  the  defendant  has  infringed  upon  the 
trademark  rights  of  the  plaintiff  and  has  unfairly  competed  ^ 
with  the  plaintiff  by  using  the  word  GALAXIAN  as  a  trademark  in 
connection  with  the  sale  of  video  game  components, 

3,  That  said  defendant,  its  officers,  agents, 
employees,  and  attorneys,  and  all  acting  under  or  through  them. 
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( 


•  nar ily  and  permanently 
.  ^  and  prelinunan-LY 

b.  temporarily  ^  tha  GALAXIAH,  op  “W 

enjoined  from  Eurther  use  intifrs  trademark 

macl{  confusingly' similar  to  P 

other  name  or  mark  coni 

and  name  GALAXIAN.  directed  to  remove 

4  That  defendant  0.  ordered  and  direct 

from  their  goods  and  from  all  Signs, 
the  name  GALAXIAt  material,  and  the  like, 

stationery,  advertising  and  promotional  materia 

f  business  operated  by  defendant, 

and  from  the  premises  of  any  ■ 

,  t  niaintif f  for  destruction  all  tags,  a 
and  to  surrender  to  piamuiii. 

signs,  prints,  packaging,  stationery,  and  advertising  and 
promotional  material  which  incorporates  or  uses  the  word  or 
name  GALAXIAN. 

*5.  That  defendant  pay  any  damages  sustained  by 


plaintiff. 

6.  That  plaintiff  recover  defendant's  profits 
resulting  from  the  aforesaid  unfair  competition  and  trademark 
infringement. 

7.  £  That  defendant  pay  an  award  of  plaintiff's  costs 

and  attorneys’  fees  in  this*  action.  ; 

8.  That  plaintiff  have  such  further  or  additional 
relief  as  the  Court  may  deem  just  and  proper. 
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MIDWAY  mfg 


CO. 


A.  Sidney  [<a^z. 

Donald  L.  Welsh 

Fitch,  Even,  Tabin, 

Flannery  &  ”nfSfcreet 
135  South  LaSall  SQ 3 

Chicago,  Illinois 
(312)  372-<84* 

Attorneys  for  Plaintiff 


October  31,  1980 


A 


FITCH, 


>pcan  L.  riTCH,  J«. 

*NC'S  A.  £V£N 
,uu»  fASIN 
lHN  F.  ruANNCP*'’ 

)aCBr  A.  scaumachcs 
)3£»T  a.  jONCS 
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CRiCC.COHtN 
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TIMOTHY  c.  WCVSTIK 

.  kOMUttO  HI  (.AVtrOPNIA  «AP  ON4.Y 


rY  &  WELSH 
evEN  TABIN.  FLANNERV 

SUITE  900  - 
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Jack  Trombadore ,  Esq. 

311  S.  Main  Street 
Manville,  New  Jersey  08835 


Midway  Mfg.  Co*  v. 

Artie  International,  Inc, 
Our  File  No.  398 19 


SUNOCO  IN  AS 

a«nCO  4  GOODWIN 
SOOOW«N,  UA«NC 

W.LLlAM  C.ANOCPSON 

or  COUNSEL 

CAUrOSNIA  OFFICE 

SUITE  1300 
S2S  market  STREET 
SAN  CBANCISCO,  caue  3*10 
TELEPHONE  (—SI  7T7-A890 

JULIUS  TASIN 

j.  afluce  McCuaaRCY 

JOHN  A.  OUCMEfl 
OONALO  l.  saptcls 
AOM.fLUTO  CALUOMN.A  If  AM 


Dear  Mr.  ^Trombadore: 

Pursuant  to  our  recent  telephone  conversation ,  we 
have  prepared  and  enclose  herewith  the  .original  and  two  copies 
of  JUDGEMENT ,  DECREE  AND  ORDER  and  SETTLEMENT  AGREEMENT  with 
respect  to  the  above-identified  litigation.  If  you  approve 
of  the  papers,  would  you  please  see  that  they  are  executed 
by  Mr.  Huang  and  you  and  return  them  to  us  .for  execution  by 
Midway  and  filing  of-  the  JUDGEMENT,  DECREE  AND  ORDER  in  the 
Court.  Then,  we  will  return  executed  copies  to  you. 

At  the  A.M.O.A.  show  here  in  Chicago,  Midway  pur¬ 
chased  a  "Fast  Galaxian"  board  from  Mr.  Samuel  Lin  at*  the 
Artie  booth  at  the  show  for  $500.00  in  cash.  Although  this 
is  not  mentioned  in  the  Settlement  Agreement,  we  believe  it 
is  appropriate  for  Artie  to  accept  return  of  the  board  ard 


vyiiea  we  return  the  executed  cco-es  to 
you,  we  will  return  the  Fast  Galaxian  board.  * 


EXHl9fT 
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Jack  Trombadore ,  Esc5 
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...  -  "”s  " 

and  returned  to  US 

ORDER  by  that  date. 


Very  truly  yours, 


_ . ITT.  AMNERY 


ft 


By: 


r  n  (t\  i 

d'  ^  ‘y 

Donald  L.  Welsh 


DLW-.bap 

Ends . 


.  vwr  *nd 

This  Settlement  Agreement  by 

c0  / "Midway" )  and  ARTIC  INTERNATIONAL,  -*  • 

MIDWay  MRS.  CO.  <  Midway  1  £ollouing  facts: 

("Artie")  ,  is  raade  with  reference 

A.  Midway  owns  ail  rights  in  the  United  States 

to  Galaxian ,  Pac-Man  (or  Puck-Man),  Rally-X,  Space  Zap, 
and  Space  Encounters  video  games,  such  rights  including 

copyrights  and  trademark  rights . 

B.  Artie  has  offered  for  sale  and  is,  capable  of 

producing  and/or  offering  for  sale  either  as  separate  parts 
or  parts  or  complete  games,  printed  circuit  boards  or  other 
components  of  video  games,  especially  adapted  for  use  in 
building  video  games  or  converting  existing  video  games 
to  games  which  infringe  Midway's  rights  in  the  games  known 
as  Galaxian,  Pac-Man  (or  Puck-Man)  Rally-X ,  Space  Zap,  and 
Space  Encounters. 

C.  Midway  filed  suit  against  Artie  on  October  31, 
1930  ,  in  the  United  States  District  Court  for  the  Northern 

cfo  ^ 

District  of  Illinois,  Eastern  Division,  such  suit  being  titled 
Mi_dway  Mfg._  Co.  v.  Artie  International  Inc..  Civil  Action 
No.  30  C  5363  ,  for  copyright  infringement,  trademark  infringe¬ 
ment  and  unfair  competition  in  respect  to  Midway '  s  rights  in 
and  to  the  Galaxian  video  game. 

D‘  In  °rder  to  avoi*  the  expense  incident  to 
litigating  the  Usee,  the  parties  hereto,  the  partaes 

have  settled  and  compromised  the’ r  di“0r 

differences. 


*»o*.  in  consideration  of  tte  fo»- 
reci£al3  and  ,e  respite  covenants  — 

contained,  the  parties  hereto  agree  as  follows  ^ 

1.  Concurrently  with  the  execution  by  e 
hereto  of  this  Settlement  Agreement,  the  parties  shall  execut 
a  JUDGEMENT,  DECREE  AND  ORDER  in  the  form  and  substance  or 
that  attached'  hereto  as  Exhibit  "A",  and  shall  cause  the  same 

to  be  filed  in  the  aforesaid  action. 

2.  Artie  agrees  that,  henceforth  from  the  date 

of  this  Agreement,  it  will  refrain  from  the  manufacture  and/or 
sale  or  offering  for  sale  in  the  United  States ,  either 


separate  parts  or  parts  of  .complete  games,  printed  circuit 
boards  or  other  components  of  video  games  especially  adapted 
for  use  in  building  video  games  or  converting  or  modifying 
existing  video  games  to  games  which  infringe  Midway's  rights 
in  the  games  known  as  Galaxian,  Pac-Man  (or  Puck-Man)  ,  Raily-X, 
Space  Zap  and  Space  Encounters. 

3.  In  the  event  th,at  Midway  files  suit  against  ) 

Artie  for  breach  of  this  Agreement  and  a  court  of  competent 
jurisdiction  finds  that  Artie  has  breached  the  Agreement  by 
the  manufacture,  sale  or  offering  for  sale  of  one  or  more 
video  games  or  components  thereof,  Artie  agrees  to  pay 
Midway  liquidated  damages  of  $400.00  for  each  such  game  or 


2 


e„enses  l^red  “ 

component  as  wel  and  c0st3 

-  -  »«  — M  *711  tBe  au^ct  -  a 
„ith  respect  to  «!“*“  whl=h 
judgment  in  the  aforementioned  action. 


connection 

except 

consent 


MIDWAY  MFC.  CO. 


Date: _ 


By: 


ARTIC  INTERNATIONAL,  INC. 


By : 


Date : 


0tOTED  STACKS?  ofSis°« 

ros  the  division 


„  c0  ,  a  corporation,  ) 

midway  mfg.  CO.,  .  »  ) 

Plaintiff , 


V. 


ART1C  INTERNATIONAL,  raC* 
.  Defendant. 


) 

) 

) 

) 

) 

) 

) 

) 


No.  SO  C  5863 


.  and  aood  cause 

Upon  consent  of  the  parties , 

appearing  therefor,  AnTTinGED  AND  DECREED  as 

:  IT  IS  HEREBY  ordered,  ADJUDGED  Ai 

f°1IOWSl  This  court  has  jurisdiction  of  the  subject 

matter  hereof  and  of  plaintiff  and  defendant.  The  co-plamt 
states  claims  against  said  defendant  upon  which  relre.  may 
be  granted  under  17  U.S.C.  S  101  et  seg.  ,  cormuonly  known  as 
the  Copyright  Act,,  and  under  the  common  law  of  Illinois 
relating  to  trademark  infringement  and  unfair  competition. 

2.  The  provisions  of  this  Order  shall  be  applicable 
to  defendant,  its  agents,  servants,  employees,  attorneys  m 
fact,  and  all  other  persons,  firms,  corporations  or  business 
associations  acting  by,  with,  from,  through  or  under  de-endan.. 
authority,  direction  or  control  who  receive  actual  notice 
this  Order  by  personal  service  or  otherwise . 


of 


Qf  ail  right,/ 

3.  as  usad 

title  *nd  i»t“es£  “  a”  MJ  including  but  not 

in  connection  with  *=  Mnts  therao{ ,  and  in  end  to 

limited  to  video  *"d  =°”P°  statss  copyrights: 

the  following  valid 

a.  PA  59-977  . 

b.  PA  63-323. 

4  Defendant  and  its  agents,  represent 
employees ,  ltd  setvents  and  all  petsons, 

ot  business  associations  acting  by,  with,  -tom,  th.o  g 
under  th.it  authority,  direction  and  control  are  hereby 
Permanently  enjoined  from  copying,  reproducing,  adapting, 
publicly  performing  and  publicly  displaying  any  of  the  copy- 
righted  works  enumerated  in  paragraph  3  of  this  Order  or 
any  portions  thereof,  and  from  publishing,  selling,  marketing, 
renting,  leasing,  lending,  exchanging,  distributing,  or  other- 
wise  disposing  of  any  copies  of  such  works  or  any  portions 

thereof ,  and  from  in  any  manner  infringing  or  contributing 

/ 

to  or  participating  in  the  ^infringement  by  others  of  any  of) 
the  copyrights  enumerated  in  paragraph  3  of  this  Order  and 
from  acting  in  concert  with,  aiding,  inducing  or  abetting 
others  to  infringe  any  of  said  copyrights  in  any  way.  Defendant 
is  specifically  enjoined  from  publishing,  selling,  marketing, 
renting,  leasing,  lending,  exchanging,  distributing  or  other- 
wise  disposing  of  any  units  of  that  certain  video  game  known 


2  - 


component 


d  or  other 

, — -  -  — d  - 

-  —"HI  components  for  creation  o£  or 

— i:r:in:  ^  -  - — *  — 

conversion  to  _me. 

•  rr  nr  abetting  others  to  d 

aiding,  inducing  reoresentatives , 

5 .  Defendant  and  its  agents,  repr 

,  and  servants  and  all  persons,  firms,  corpora 

^  ■  t.ons  acting  by,  with,  from,  through  or 

or  business  associations  acting  Y 

under  their  authority,  direction  and  control  are  Y 

permanently  enjoined  from  using  the  name  GALAXIAN 
confusingly  similar  term  on  or  in  connection  with  the^  sale, 
publication,  marketing ,  rental,  leasing,  lending,  excnange , 
distribution  or  other  disposal  of  any  video  games  or  components 
thereof r  including  but  not  limited  to  so-called  "speed-up- 
devices  or  other  components  for  creation  or  conversion  of 
any  video  game,  and  from  in  any  manner  infringing,  contributing 
to,  participating  in,  or  inducing  the  infringement  by  others 
of  the  trademark  GALAXIAN ,  or  from 


game 


in  any  manner  competing 

Ui  UW»W»W4.  ,k  —— — - r -  ■* 

^fairly  with  plaintiff  in  respect  to  the  GALAXIAN  video  _ 

■ &  } 

6.  In  the  event  that  any  of  the  persons  enjoined 

and  restrained  by  this  Order  shall  in  any  manner  violate  or 

breach  any  of  the  terms  hereof,  plaintiff  may  apply  to  this 

Court  for  relief  and  shall  recover  the  sum  of  $10,000  as 

damages,  and  not  as  a  penalty,  for  each  such  violation  or 

breach,  without  prejudice  to  such  other  and  furtf 


circumstances 

^  in  the  ch'- 

-iust  and  Pr°Pe 

.  the  Court  may  deem  ntitled  by  laW*  .  , 

as  may  be  entitr  enjoined 

or  to  which  P1*1"  t  o£  the  Par3° 

’•  Inthe.' 

>»a  restrained  by  this  0  laintiff  may  apply  t0  thl 

—  -  d£  the  —  ^  naterials  id  said 

court  £or  relief  and  sha  in  a„y  such 

person's  possession  *  t0  such  other  and 

further  relief  as  th  entitled  by 

.  nces  or  to  which  plaintirf  may  be 

the  circumstances 

laW‘  a.  -at  any  of  the  persons  enjoined 

8 .  In  the  event  that  any 

.U,u  in  any  manner  violate  or 
•  this  Order  shall  m 

and  restrained  by  tn^s  u 

treaon  'any  o£  the  terns  hereof,  plaintiff  may  apply 
Court  for  relief  and  shall  recover  its  actual  costs  an 
attorneys’  feea  incurred  in  preparing  said  application,  « 
out  prejudice  to  such  other  and  further  relif  as  the  Court 
eay  deem  just  and  proper  in  the  circumstances  or  to  which 

plaintiff  may  be  entitled  by  law.  ; 

9.  jurisdiction  is  retained  by  this  Court  for  the 

purpose  of  enabling  any  of  the  parties  to  this  Order  to  apply 
this  Court  at  any  time  for  such  further  orders  or  directions 
as  may  be  nscssss iry  cr  appropriates  for  w*;S  ints  — 


.on  or 


implementation  hersof ,  for  the  amendment 


4 


for  the 


o£  =0»pU.nce  herewith,  or 

for  the  enforcement  ^ 

punishment  of  violations  cornpromised  their 

10-  "»  ^ttieS  “  ,  o£  or  accounting  for 

there  shall  be  no  award  of 
differences,  tner 

damaoes  aaainst  defendant. 

profits  or  damages  assessed 

>u.  No  costs  or  attorneys  .ees 

against  either  party. 


Dated: 


ai®ErsfHErDTsfSc5-ji5D® 


Consent  is  hereby  given  to  the  mahino,  and  entry 
o£  the  foregoing  Judgement,  Decree  and  Order 


ARTIC  INTERNATIONAL,  INC. 


Dated: 


By: 


Sraing  Huang,  President 


Dated: 


By:  _ - - - - 

Jack  Trcrribadore 

u  311  S.  Main  Street  j 

Manville ,  New  Jersey  088^5 
(201)  722-4500 

Attorney  for  Defendant 


Dated _ _  By: _ 

Donald  L.  Welsh 
A.  Sidney  Katz 

Fitch,  Even,  Tabin,  Flannery  & 
Welsh 

135  South  LaSalle  Street 
Chicago,  Illinois  60603 
(312)  372-7342 

v  Attorneys  for  Plaintiff 
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